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Disposition of Claims 

4) ^] Claim(s) 1-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) El Claim(s) 1-32 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 



Claims 1-32 are presented for examination. This office action is in response to 
the amendment filed on 12-19-2003. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dunton (6,337,919) in view of Senior (6,400,836). 

Regarding claim 1 , Dunton discloses that the claimed feature of a user input 
device ["mouse"; 10] comprising: a fingerprint scanner [i.e. "fingerprint sensor"; 24]; and 
a driver [i.e. "interface"; 26] operably coupled to the fingerprint scanner to enable the 
fingerprint scanner to perform a function, wherein the function ["conventional mouse 
function"] comprises at least one of a scroll function, a zoom function, a hot-key 
function, and a select function [i.e. mouse clicking function]. (See Fig 1, Fig 2, Fig 4, 
Abstract, col 3 line 39-48) 



Claim Rejections - 35 USC § 103 



Dunton is silent to the fact that "performing the function comprises one of a 
scrolling, zooming, and selecting function". However, "conventional mouse function" of 
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Dunton can be performed as "the select function" of recited claim, [i.e. icon clicking by 
mouse] Furthermore, such limitation is clearly shown in the teaching of Senior, [i.e. 
"allowing the user to control a variety of functions ..." in Abstract line 7-1 1 of Senior] 
(See Abstract, col 1 line 66-col 3 line 7, col 3 line 34-44, col 5 line 27-30, col 6 line 55- 
col 7 line 16) It would have been obvious to one skilled in the art to incorporate the 
teaching of Senior into the teaching of Dunton, in order to provide "incorporating the 
pointing device functionality allows the fingerprint to be passively acquired, without 
requiring repeated explicit authentication which could take time and interrupt work flow" 
(See col 2 line 22-25 of Senior), as such improvement is also advantageously desirable 
in the teaching of Dunton for effectively providing fingerprint detecting mouse with multi- 
functional operations. 



Regarding claim 2, Dunton discloses that the fingerprint scanner comprises a 
CCD array. (See col 2 line 10) 

Regarding claim 3, refer to the discussion for the claim 1 hereinabove, Senior 
discloses that the driver is operable to configure a computer associated with the 
fingerprint scanner to switch between a security mode and the function. (See col 9 line 
11 -col 10 line 2) 
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Regarding claim 4, refer to the discussion for the claim 1 hereinabove, Senior 
discloses that the software driver configures the computer to operate in a security mode 
while simultaneously performing at least one of a scroll function, a zoom function, a hot- 
key function, and a select function. (See col 9 line 64-col 10 line 2) 

Regarding claim 5, Dunton discloses that the fingerprint scanner is disposed on a 
PCMCIA card. (See Fig 4) 

Regarding claim 6, Dunton discloses that the fingerprint scanner comprises a 
USB interface. (See col 3 line 46-48) 

Regarding claim 7, Dunton discloses that the fingerprint scanner is disposed on a 
mouse. (See Fig 1 , Fig 2) 

Regarding claim 8, Dunton discloses that the fingerprint scanner is disposed on a 
dumb terminal. (See Fig 1, Fig 2) 

Regarding claim 9, refer to the discussion for the claim 1 hereinabove, Dunton 
discloses that the claimed feature of a computer system comprising: a processor [44]; a 
fingerprint scanner [24] operably coupled to the processor [44]; and a driver [26] to 
configure the fingerprint scanner to perform at least one of a scroll function, a zoom 
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function, a hot-key function, and a select function on the computer. (See Fig 1, Fig 2, 
Fig 4, Abstract, col 3 line 39-48) 

Regarding claim 10, Dunton discloses that the processor is disposed on a CPU 
[44]. (See Fig 4) 

Regarding claim 11, Dunton discloses that a first bridge unit [46] coupled to the 
CPU [44]; and an first expansion bus [54] coupled to the first bridge unit. (See Fig 4) 

Regarding claim 12, Dunton discloses that the fingerprint scanner [24] is coupled 
to the first expansion bus [54]. (See Fig 4) 

Regarding claim 13, Dunton discloses that a second bridge unit [58] coupled to 
the first expansion bus [54]; and a plurality of secondary expansion busses [62] coupled 
to the second bridge unit. (See Fig 4) 

Regarding claim 14, Dunton discloses that the fingerprint scanner [24] is 
disposed on at least one of the plurality of secondary expansion buses [62]. (See Fig 4) 

Regarding claim 15, Dunton discloses that a display [52] coupled to the first 
bridge unit [46]. (See Fig 4) 
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Regarding claim 16, Dunton discloses that the computer system is coupled for a 
network having a plurality of devices coupled thereto. (See col 2 line 47-53) 

Regarding claim 17, refer to the discussion for claim 1 hereinabove, Dunton 
discloses that the claimed feature of a method of operating a fingerprint scanner [24] 
comprising the acts of: (a) configuring a computer to perform at least one of a scroll 
function, a zoom function, a hot-key function, and a select function in response to 
signals generated by the fingerprint scanner; and (b) generating signals based on input 
to the fingerprint scanner wherein the input to the fingerprint scanner comprises at least 
one of a unique image and motion, [i.e. "conventional mouse function"] (See Fig 1, Fig 
2, Fig 4, Abstract, col 3 line 39-48) 

Regarding claim 18, refer to the discussion for the claim 1 hereinabove, Senior 
discloses that monitoring the computer system to determine if a need arises to configure 
the computer for security mode; and configuring the computer for security mode when 
the need arises. (See col 9 line 1 1 -col 10 line 2) 

Regarding claim 19, refer to the discussion for the claim 1 hereinabove, Senior 
further discloses that the act of pressing an alternate select key to configure the 
computer to perform at least one of the scroll function, a zoom function, a hot-key 
function and a select function. (See col 3 line 34-44, col 6 line 55-67, col 7 line 5-16) 
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Regarding claim 20, refer to the discussion for the claim 1 hereinabove, Senior 
further discloses that the act of tapping the fingerprint reader to configure the computer 
to perform at least one of the scroll function, a zoom function, a hot-key function and a 
select function. (See col 3 line 34-44, col 6 line 55-67, col 7 line 5-16) 

Regarding claim 21, refer to the discussion for the claim 1 hereinabove, Senior 
further discloses that the act recognizing an acquired fingerprint as corresponding to the 
appropriate function to configure the computer to perform at least one of the scroll 
function, a zoom function, a hot-key function and a select function. (See col 3 line 34- 
44, col 6 line 55-67, col 7 line 5-16) 

Regarding claim 22, refer to the discussion for the claim 1 hereinabove, Dunton 
discloses that the claimed feature of a method of manufacturing a computer system 
comprising the acts of: (a) providing a fingerprint scanner; (b) providing a processor; (c) 
operably coupling the fingerprint scanner to the processor; and (d) providing software 
that configures the processor to interpret signals from the fingerprint scanner as one of 
a scroll function, a zoom function, a hot-key function, and a select function. (See Fig 1 , 
Fig 2, Fig 4, Abstract, col 3 line 39-48) 

Regarding claim 23, refer to the discussion for the claim 1 hereinabove, Dunton 
discloses that the claimed feature of method a method of using a fingerprint scanner 
configurable to control one of a scroll function, a zoom function, a hot-key function, and 
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a select function, the method comprising the act of: moving a finger on the fingerprint 
scanner to cause the one of a scroll function, a zoom function, a hot-key function, and a 
select function. (See Fig 1 , Fig 2, Fig 4, Abstract, col 3 line 39-48) 

Regarding claim 24, refer to the discussion for the claim 1 hereinabove, Senior 
further discloses that the act of pressing an alternate select key while simultaneously 
placing a finger on the fingerprint scanner. (See col 3 line 34-44, col 6 line 55-67, col 7 
line 5-16) 

Regarding claim 25, refer to the discussion for the claim 1 hereinabove, Senior 
further discloses that the act of tapping a finger on the fingerprint scanner. (See col 3 
line 34-44, col 6 line 55-67, col 7 line 5-16) 

Regarding claim 26, refer to the discussion for the claim 1 hereinabove, Dunton 
discloses that the claimed feature of a computer system comprising: means for 
configuring a computer to perform at least one of a scroll function, a zoom function, a 
hot-key function, and a select function in response to signals generated by the 
fingerprint scanner; and means for generating signals based on input to the fingerprint 
scanner wherein the input to the fingerprint scanner comprises at least one of a unique 
image and motion. (See Fig 1 , Fig 2, Fig 4, Abstract, col 3 line 39-48) 
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Claims 27-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dunton (6,337,919) in view of Brownlee (6,282,303). 

Regarding claim 27, Dunton discloses that the claimed feature of a method of 
acquiring finger movement velocity and direction information, the method comprising the 
acts of: (a) acquiring a first digital image of a fingerprint; (b) acquiring a second digital 
image of a fingerprint at a specific time after acquiring the first digital image; and (c) 
comparing the first and second digital images for differences to calculate velocity and 
direction between the first and second digital images. (See Fig 1 , Fig 2, Fig 4, Abstract, 
col 3 line 39-48) 

Dunton does not explicitly disclose that calculating finger movement velocity and 
direction information. However, such limitation is shown in the teaching of Brownlee. 
(See col 1 line 33-37, col 3 line 43-46, col 4 line 66-col 5 line 12) it would have been 
obvious to one skilled in the art to incorporate the teaching of Brownlee into the 
teaching of Dunton, in order to detect/track the image of the fingerprint properly, as such 
improvement is also advantageously desirable in the teaching of Dunton for controlling 
the position of cursor effectively 

Regarding claim 28, Dunton discloses that the act (c) is performed by a computer 
system coupled to a fingerprint reader. (See Fig 1, Fig 2, Fig 4) 
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Regarding claim 29, Dunton discloses that the act (c) is performed by firmware 
disposed in a fingerprint reader. (See Fig 1 , Fig 2, Fig 4) 

Regarding claim 30, refer to the discussion for the claim 27 hereinabove, Dunton 
discloses that the claimed feature of an input device comprising: a fingerprint reader; 
and a unit coupled to the fingerprint reader adapted to calculate velocity and direction 
based on movement of an object on the fingerprint reader. (See Fig 1 , Fig 2, Fig 4, 
Abstract, col 3 line 39-48) 

Regarding claim 31 , Dunton discloses that the unit coupled to the fingerprint 
reader comprises firmware disposed in the fingerprint reader. (See Fig 1, Fig 2, Fig 4) 

Regarding claim 32, Dunton disclose that the unit coupled to the fingerprint 
reader comprises a processor configured by a software driver. (See Fig 1 , Fig 2, Fig 4) 

Response to Arguments 

Applicant's arguments with respect to claims 1-32 have been considered but are 
moot in view of the new ground(s) of rejection. Specifically, in response to the 
applicant's argument that "Holehan reference should be removed from consideration in 
accordance with 35 USC § 103© and M.P.E.P. § 706.02(1) because the Holehan 
reference is only applicable as prior art under section 102(e) and because the Holehan 
reference and the present application were, at the time the invention was made, owned 
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by, or subject to an obligation of assignment to, Compaq Information Technologies 
Group, Lp.", Holehan references has been removed from consideration and the new 
ground of rejection is made with newly submitted reference (Dunton). See the rejection 
hereinabove. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Daniel J. Chung whose 
telephone number is (703) 306-3419. He can normally be reached Monday-Thursday 
and alternate Fridays from 7:30am- 5:00pm. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Michael, Razavi, can be 
reached at (703) 305-4713. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA, Sixth Floor (Receptionist). 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 

whose telephone number is (703) 306-0377. 

djc ffa A8 ~" 

February 25, 2004 JEFFERY MB\ 

PRIMARY EXAMINER 



